DN-45 8/6/2007
Invention Disclosure Information

Detailed information on the invention disclosure process, NIST patent policies, and patent applications procedures are available on the NIST web site at:

http://www-i.nist.gov/div222/InventorHandbook/handbook/indexa.htm. The site should answer many of the questions you may have regarding both this disclosure sheet and the process as a whole.  If you have additional questions, please contact the Office of Technology Partnerships on ext 3084.
NIST requires the following information from you so that:

• Your management can make an informed judgment as to whether seeking patent protection for your invention is appropriate; and

• The NIST Counsel’s office can perform an Employee Rights Determination to determine which organizations or individuals may have an ownership interest in the invention, and whether or not preferential licensing rights may exist; and

• The NIST Patent Committee can prepare a recommendation on how to best make the invention available to U.S. industry.

Other information you may be able to provide about the invention, such as the circumstances under which it took place, prior art of which you may be aware (publication, patents and the like), and potential uses/users is helpful and certainly welcome.

The attached information sheets use the term “inventor,” and “invention” for convenience.
Have I created an “invention”?

Before completing the form, take a moment to consider whether your technology is sufficiently developed to be an “invention.” A good test is whether you can describe the invention well enough that one with ordinary skill in the art (such as yourself) could take the description and reduce the invention to practice without “undue experimentation”.  In other words, you can describe with specificity each and every step required to practice the invention.

Am I an “Inventor”?

Inventorship is much more restrictive than authorship.  A peer reviewed publication describing the invention and/or its use may have many co-authors that are not “inventors” under the patent laws. An inventor is one who contributes to the conception of the invention. That is, an inventor must contribute new concepts or new ideas which lead to the invention. Each inventor must be ultimately able to look at the claims of the patent application and point to his or her contribution to one or more of the claims. Someone who’s only contribution to the invention is to carry out the instructions of the inventor(s) in the research leading to the invention or in reducing the invention to practice, is often critical to the overall process, but is not an inventor (unless they have also intellectually contributed  new concepts to the invention).

Inventor Information

If there is more than one inventor, a NIST employee-inventor point-of-contact must be identified. The contact is responsible for completing the attached sheets, with the exception of the individual “Inventor Information Sheets.” The contact should attach all relevant appendices to the invention disclosure sheet and submit them through his/her NIST management.

An Inventor Information sheet needs to be completed and attached for each of the inventors.

Should your OU Director decide to have a patent application filed, it is very important that the U.S. Patent and Trademark Office be provided with accurate information on inventorship. Incorrect information on inventorship may affect the validity of a patent.

9/27/06
NIST Invention Disclosure Form

(To be completed by NIST point-of-contact inventor)
Invention title

List of Inventors, their citizenship, and employers

Status of the Invention

a) Recorded in Lab Notebook #_________, page________, on _________.

b) Reduced to Practice from __________ to ________ .
c) Date of Conception:  ________________________ .
d) Brief description of continuing research/development activities, if any.

Disclosure List any publications, funding proposals, abstracts, or oral presentations outside of NIST related to the invention.  Include date of publications or oral disclosures.  Include any manuscripts or presentations in preparation.  Attach copies of all above-mentioned items that are available.  

Relevant External Collaborations/funding Describe any external collaborations or funding relevant to the invention, including, but not limited to: informal collaborations, CRADAs, Material Transfer Agreements, Non-disclosure Agreements, Grants, Contracts, Cooperative Agreements, Guest Researcher Agreements.  Attach copies of applicable documents.

Invention Description Describe what the invention is, what is new, how it works, what problem it solves, what its limitations are.  

Describe how the invention would be commercially and/or technically superior to current practice.

Which of the following NIST criteria for seeking patent protection does the invention meet:
a) It will increase the potential for current or future commercialization or use of the technology. How?

b) It will be a positive impact on a new field of science or technology and/or the visibility and vitality of NIST. How? 

c) It will further the goals of a CRADA or other agreement.  How?

What critical research and/or development remains to be done.  Is this best done by NIST, other parties (if so, who), or through a collaboration?  Are you interested and willing to collaborate on the further development of the invention?
Prior Art
Identify any non-NIST proprietary material or information required to use the invention. 

Identify any prior art (journal articles, patents, commercial products, etc.) you know about.
Signature/Acknowledgement

NIST Point-of-contact inventor       Name __________  

Signature____________
Date__________

Division Chief Name ___________

Division Chief Signature _______________  Date_____________

Laboratory Director Name ___________________

Laboratory Director comments:

Laboratory Director Signature ___________________

Date ___________

Inventor Information
(To be completed by Each Inventor)

1. Invention Title
2. Name, Address, phone, e-mail

3. Citizenship

4. Non-NIST employees only

a) What was your relationship to NIST at the time of the conception and reduction to practice of the invention (e.g. informal collaborator, Guest Researcher, contractor, IPA, etc)? 
b) Were you an employee of NIST when you contributed to the reduction to practice of the invention?
c) Attach a copy of any agreement relevant to the disclosed invention under which you were/are working at NIST and/or collaborating with NIST staff.

d) Was your participation on the invention funded in any part by the Federal Government?  

e) Who is your employer? (include name, address and contact information). Did your employer change during the time frame that you contributed to the conception and to the reduction to practice of the invention?  (If so, please explain).

5. NIST employees only

a) Were you a NIST employee when you participated in the conception (e.g. when you contributed new, inventive ideas) of the invention?  If the answer is no, please explain.  
b) Were you an employee of NIST when you contributed to the reduction to practice of the invention?
c) Was the invention directly related to your official duties, made during working hours, made with the contribution of government facilities, equipment, materials, funds, information or time or services of other government employees on official duty?

d) Was the invention: ___related to your official duties? ____made during working hours?, ____made with the contribution of government facilities, equipment, materials, or funds?,  ____made with information obtained from your employment at NIST? ____made with time or services of other government employees on official duty?

e) Were you working under any type of agreement of any type related to the invention with a party other than NIST when you contributed to the invention? (If so, please describe)

6. Please describe your role in creating the invention.

7. 
Having read the invention disclosure information document, do you believe you are an inventor of the invention as described in the attached material?

8. Are you aware of any disputes over inventorship of the invention?

Name_______________             Signature______________________
Date__________

